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Dear Sirs, 



With reference to the Summons of 17 April 2001 to attend Oral Proceedings on 4 September 
2001 in opposition proceedings against the above-captioned European patent, please find 
enclosed a written submission filed on behalf of Unilin Decor N. V. (Opponent 1). 

Please note that the undersigning representative has begn authorized to act on behalf of 
Opponent 1 by means of a sub-authorization filed by the attorney of record, Mr. Eddy Donn£, 
with the European Patent Office in a letter dated 26 July 2001. 

Three copies of this written submission will accompany the original which is being sent as a 
confirmation of this facsimile transmission. 
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Respond of Unilin Decor N.V. to the reply of ViBnge Al uminium AB of 24 
January 2000 Id opposition proceedings against European Patent No. 0 698 162 
taking into account the provisional opinions of the Opposition Division 

For the sake of clarity, and as fir as it is feasible, the points raised in Vaiinge Aluminium 
AB's reply will be addressed in the order in which they appear, 



Section 1: Background 

1. The background events and procedure up to grant are irrelevant for the opposition 
proceedings. Instead, and in accordance with Article 101(1) EPC, it is the duty of the 
Opposition Division to examine whether the grounds for opposition laid down in 
Article 100 EPC prejudice the maintenance of the European patent 

Section 2: The Invention 

2. It is apparent fiomia. § 23.2 (il) that the Patentee is ofthe opinion that a specific 
advantage of the claimed invention is that its construction makes it possible to 
disassemble the floor once laid ^frTOtfffflMtog fomflg? It is an established aspect of 
European patent praxis that an independent claim shall contain all features necessary 
for solving the technical problem with which the application is concerned, La any 
claimed advantages must be attainable by the features of the Mg^ent claim(s). In 
this respect; attention is drawn to die Guidelines for Examination, C-m, 4.4, as well 
as the Case Law ofthe Boards of Appeal of die European Patent Office, 3* edition, 

1 998, page 162, final paragraph. The significance ofthe requirement that the floor is 
to bo able to be disassembled without causing damage will become apparent in our ' 
discussion under Seotion 3, Interpretation of file claims of the Patent, below. 
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3 . Under § 2*4, the Patentee refers to the alleged commercial success of the invention 
and states that the corresponding product - the Alloc™ flooring (hereinafter "Alloc") - 
has a locking system which is € Hn all essential aspects in accordance with the 
embodiments. described in connection with Figs. 2-4 in the Patent, in structural 
aspects as well as functional aspects w , 

4. This statement is incorrect 

5. It is to be emphasized that afl the embodiments disclosed in the application as filed are 
shown and described as having vertical locking surftces, i.e. a groove wall extending 
at right angles from the plane of the lower surface of the groove panel and an 
operative surface 10 extending at right angles from the strip. 

6. The enclosed Annex 1 is an illustration of Alloc provided by the Patentee himself in 
Observations under Article 115 EPC of 19 November 1998 concerning European 
patent application no. 97928 169.8. It is to be noted that Alloc has a locking clement 
which is angled at 70°- 80° and that the leading wall of the looking groove enjoys a 
corresponding angle. 

7. In his reply of 24 January 2000, and as pointed out above, the Patentee specifically 
refers to Figs 2-4 of the Patent as corresponding to the Alloc product From page 15, 
lines 30*37, of the application as filed, however, the skilled person is directly and 
unambiguously informed that the locking element of die strip has "an operative 
locking surface 10 extendi™ at rifkt angles up from the front side 22 of the strip tf iM " 
(underlining added). 



8. 



Accordingly, and as will become even more app arent from the discussion below in 
relation to Section 3, Alloc differs considerably in both structural and functional 
aspects in comparison to the application as filed. 
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9. Under § 2.6, die Patented refers to Enclosure 3 of his reply as illustrating various 
laying methods allegedly to demonstrate the operation of the locking system of the 
claimed invention. Once more, it will be apparent that the locking strip illustrated in 
Enclosure 3 does not have vertical locking surfaces as required by the contested 
patent, but instead has angled locking surfaces. Thus, Enclosure 3 is not representative 
of the flooring disclosed in the contested patent and hence has no relevance to the 
present proceedings. 

10. Under § 2.7*1, the Patentee states thai there must be "a precise locking (with no 
visible gaps) of the floor panels". Precise locking is mentioned on page 8, line 2, of 
die published application, though the application is silent as to what is meant by 
"precise locking 11 . Furthermore, it is important to note that assess in the application 
as filed is the aspect of 'Visible gaps" (or the avoidance of visible gaps) mentioned. 

11. Under § 2.7.2, the Patentee admits that "a simple taktngwp possibility is essential also 
when laying a floor". Accordingly, and as has been explained under point 2 above, 
the independent claim(s) must be interpreted as including the technical features 
necessary to achieve this essential effect 



Section 3; Interpretation of the claims hi the Patent 

12. Under § 3.1.1, the Patentee refers to Article 69 EPC and points out that this article is 
relevant when La. assessing the scope of protection. The Opponent flilly concurs with 
this observation. In other words, the description and drawings are to be used to 
int e r pret die claims. 

13. Under § 3.2.2, the Patentee asserts that the Swedish word "skiva" excludes extruded 
or bent flat sheets. The Patentee has provided no evidence to support this assertion. It 
is the firm belief of the Opponent that the word a sWva M includes i.a. not only boards, 
panels or plates but also sheds. TMs.belief is supported by the definition of "striva" 
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given in several dictionaries, including Einar Engstrflm* s Swedish-English Technical 
Dictionary (Annex 2) ftom which it can be gleaned that the word "skiva (bygg)" (i.e. 
skiva (building)) has many meanings, including "sheet". Furthermore, the renowned 
S venska Akademiers Qtdbok mentions that the word "skiva" also includes "skiva av 
metall" i.e. sheet metal. Given that the application as filed emphasizes that the 
invention is usefiil fhr joining building panels such as wall panels (page 1, lines 21- 
24), it will be apparent that the skilled person when reading the application as filed 
would recognize that the invention could also be applied to e.g. sheet metal wall 
claddings (see also § 3 A3 of the provisional opinions of the Opposition Division). 

14. Under § 3,3.2, the Patentee again mentions the desirability to avoid any unwanted 
large gaps in the upper surface of the floor between the panel edges. This desirability 
is not disclosed in, nor is it derivable ftom, the application as filed 

15. Under § 3.4.2, the Patentee states that "Claimfeatur* (f) specifically states that the 
play - & present - will be located in the locking groove,. Of course, claim feature (f) 
does not provide a choice as to whether play is present or not Tmtfsd, claim feature 
(f) must be interpreted to mean that the panels have the capability to occupy a relative 
position where a play exists. As will bo discussed in greater detail below, i£ as the 
Patentee urges, there arc to be no "unwanted" large gaps in the upper surface of the 
floor between the panel edges, die panel edges must b e in contact as shown in Figs, 
lb, 2c arid 3c, i.e. play must be present between the locking groove and the locking 
surface 10. Furthermore, that play is an essential feature of the claimed invention has 
been confirmed in decisions of the Court of First Instance in the Netherlands in which 
the Dutch national part of this opposed European patent is undergoing court 
proceedings. Naturally, should die Opposition Division so desire, copies and 
translations of these decisions can be provided. 

16. Under the subheading "Play Is small", the Patentee alleges that "According to the 
patent, the play is extremely small"* In fins respect h is to be noted that the patent 
neyg mates such a statement. Admittedly, claim 1 does not place an empirical value 
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on the dimension of the play. Nevertheless, and as is indicated in paragraph 12 above, 
the description and claims are to be used to interpret the claims in order to determine 
the extent of protection conferred by the claims. As will be explained below, for claim 
1 to solve the object of the invention, the play must be sufficiently large to allow the 
panels to be disassembled without the risk of damage. 

17. The only direct reference to a possible value of the amount of play is to be found in 
column 6, line 24 of the patent This statement reads: "..^disassembly can be achieved 
asajf the aforementioned play between the locking groove and the locking surface is 
not greater than 0.2 mm" (underlining added). Although the Patentee seemingly relies 
on this statement to support his allegation that the play is very small, it will be 
apparent to a reader folly familiar with the English language that this sentence can 
only be interpreted in one wav and that is thai the value of 0.2 mm In a ffiinknm 
value. 

1 8. The above-given interpretation is fblly consistent with the teaching of the contested 
patent It will be apparent from paragraph 2 above that it must be possible to 
disassemble the floor once laid without damage. From page 8, lines 4 to 6, of the 
application as filed, it is apparent that an alleged advantage of the claimed invention is 
that "the floor ponds can be quickly and conveniently disassembled in the reverse 
order of laying without anv risk of damaee to the panels" (underlining added). From 
paragraphs 5 aid 7 above, it is explained that Ihe application as filed only ever 
discloses embodiments having vertical locking surfeces. As can be gleaned from the 
drawings of enclosed Annex 3, the only way in which the groove panel can be 
separated from the strip panel without hampering, ie, without any risk of damage, is 
if there is sufficient play available so that the lowermost edge of the vertical groove 
wall can clear the uppermost edge of the locking surfece of the strip panel. Even if the 
strip were flexible* this would still not allow disassembly of the joint without 
considerable play fbr the simple feet that the locking surfeces are vertical. Hence, 
there is no force component generated daring lifting of the groove panel which would 
tend to deflect the strip downwards. Furthermore, the only way in which it can be 
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ensured that disassembly can take place without BBS. risk of damage la if no contact 
takes place (as soon as there is contact between two objects, the risk of damage 
arises). 

19. In view of the above, it will be directly and unambiguously apparent to the drilled 
person reading the application as filed that die feature of "play" is not only essential 
for the claimed invention, but that the amount of play must be sufficient to allow 
quick and convenient disassembly of the laid flooring. 

20. Under the subheading "The Alloc Play", the Patentee offers "proof* of workability of 
extremely small plays, Of course, since Alloc differs considerably from the system 
disclosed in the opposed patent, the amount of play present in Alloc is wholly 
irrelevant as regards play in teems of the opposed patent 

2 1 . Under the subheading "No large plays", the Patentee refers to the term "high laying 
quality". It is to be observed that the patent does not define the term "high laying 
quality". The teem is inherently subjective and has no universally accepted technical 
meaning. Similarly, die patent does not define what is meant by "precise locking". 
These two terms are mentioned in the Summary of the Invention section of the 
application as filed where the applicant obviously tries to paint his invention in the 
best possible light Neither the patent as granted nor the application as filed explains 
which features of the invention provide "high laying quality 1 ' or "precise locking" 

22. In the first sentence on page 26, die Patentee alleges that "It is a well known fact that 
floor boards with gaps in the upper surface of more than 0,2-0,3 mm are not accepted 
on the market due to inferior laying quality * In this respect, it is firstly to be noted 
that the Patentee offers no evidence to support this allegation- Secondly, and as has 
been discussed under paragraphs 16 to 19 above, die patent itself directly and 
unambiguously informs the skilled person that a considerable gap is essential for the 
flooring to be assembled and disassembled in the disclosed manner. Moreover, 
referent e is made in column 6, lines 12 to 24, to something which the P afentee 
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himself teems M a preferred embodiment oftho invention". As is discussed in 
-paragraph l Labaye ^su c h a n ex abodh a e ntisjttai^^ 

than 0.2mm. In other words, the patent itself urges that floorboards with gaps in the 
upper surface of 02mm or more are preferred 



Section 4: Prior Art cited by the Opponents 



24. The Opponent has no comments at this stage to this section. 



Section 5: General comments on UnlUn'i opposition 

25. Under §5,1 J, the Patentee states that "The large number of citations is a clear 
indication that the invention is patentable ". There appears to be no legal basis for this 
assertion either in the European Patent Convention or in die case law of the Boards of 
Appeal. Rather, the large number of citations is more an indication of the banality of 
the invention vis-ft-vis the prior ait 

26. Under § 5.1.5, die Patentee asserts that die Opponent has made "unallowed and 
misleading alterations and modifications of the cited matertat". Once again, die 
Patentee has not provided any legal motivation as to why such alterations am 
unallowed. In feet, all that the Opponent has done is to illustrate embodiments which 
are disclosed in the various cited references, but not shown in the drawings of such 
references. For example, the drawing based on Webster (Dl) is an illustration of an 
intermediate product before the bolts H are inserted. An intermediate product is 
equally citable against novelty as a final product Furthermore, and as is apparent 
Horn die enclosed extract from KNIGHT'S dictionary, scarf joints need not employ 
bolts (see fbr example die enlargement of embodiment d). 



27. In paragraph 3.4.1 of its provisional opinions, the Opposition Division indicates that 
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claim 1 is novel over a scarf joint since such joints ere not disclosed in Dl for being 
employed on adjacent edges of building panels. Even if this were to be accepted in the 
light of what is disclosed In KNIGHT'S dictionary, no inventive step can bo 
recognized in using in two adjacent building panels a joint which is disclosed a 
suitable for use in joining timber sections* 

28. IntermaofD2PE29 17 025), the removal oftbe flange 2^ 

passage in the description to which the Opponent refers in its notice of opposition. 

29. Similarly, the drawing presented with respect to D4 (DE 7402354), although not 
present in D4, is an illustration of what would h^en when the joint ia disconnected, 
i.e, it is implicitly disclosed. In this respect, reference can be made to the Guidelines 
for Examination, C-IV, 7.2. 



Section 6; Detailed comments on the dted documents 

30. Under § 6.1, and with particular reference to § 6.1*3, it is to be noted that claim 1 does 
not require simultaneous locking in the Dl and D2 directions. Furthermore, it is 
apparent from Figs, lb, 2c and 3c of the opposed patent that when the locking surface 
10 is "active", a gap will be present in the upper surfece, just as itis withDl. 

31. In terms of § 6.2, and as has been discussed in paragraph 13 above, the word "skiva" 
does not exclude aluminium sheet wall cladding. Thus, and contrary to the Patentee's 
assertion under § 623, claim feature (a) is present in D2. 

32. la § 6.2.4, the Patentee asserts that D2 does not disclose a locking groove open at the 
rear aide of the groove panel. Unfortunately, the Patentee does not provide any 
explanation as to why he is of tills opinion. The Opponent's interpretation oV'open at 
th e rear side of the groove pond " is that it amply describes in which direction the 
groove is formed, i.e. thedepth of groove is perpendicular to the major surface of Hie 
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panel. This it is in D2. The word ••open" can neither be said to exclude a groove 
having an opening which is spaced fitom, though covering, the opening of the groove, 
as in the panel of D2 when the extension 202' is present The groove is still open to 
allow access of the locking element, as shown in Figs, 2a and 2b of D2. 



33. In § 6.2*5, the Patentee again asserts that disassembly of the panels according to the 
invention must be achieved without bending of any of the parts. In the opposed patent, 
this is only possible with the claim 2 embodiment. Thus, unless the Patentee combines 
claims 1 and 2, this argument is without basis. 

34. Under § 63, and in terms of D3 (BE 417 526), it is to be noted that the transition fiom 
the flat panel part to the rounded part constitutes a groove which is open at the rear 
side of the groove panel and hence all the features of claim I are disclosed. The feet 
that D3 may not be the first choice for the skilled person when ftced with the 
problems addressed by the opposed patent is irrelevant when considering novelty. All 
that is necessary to demonstrate lack of novelty is that the subject-matter of the c laim, 
when given a reasonable interpretation (i*e. building panel), is derivable fiom D3, In 
this respect, it is to be noted that the Opposition Division has Med to point out just 
which features it believes arc not disclosed in D3 (see paragraph 3.4.4 of its 
provisional opinions). 

35 . Under § 6.4, and in terms of D4, D4 shows feature (a) of claim 1 since it too is a 
"byggskiva , \ It will be apparent ftom e.g. Fig. 2 of D4 that the joint can be released 
by angling the panel 5 so that the end 6 moves dear of the raised portion 1. 
Furthermore, and contrary to the opinion of the Opposition Division in paragraph 

, 3.4.5, a groove open at the rear side of the panel is formed by the bent portion 
between 5 and 6. Hence, all features of claim 1 are known fiom D4. 

36. Under § 6.5, the relevance of D5 (US 4 426 820) is discussed. In terms of that which 
is alleged by the Patentee under § 6.5.4, it is important to note that feature (g) of claim 
1 of the opposed patent does not require the panels to be lockei In other words, the 
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claim can also be construed aa allowing mutual displacement of the panels during 
assembly of the floor panels. Furthermore, the passage to which the Patentee refers in 
DS must be read in light of the entire disclosure of DS, When done so, it will be 
apparent that this passage simply means that when the flooring has been laid, no 
relative displacement of the panels will occur. 



37. In any case, the ahapj of Hie joint in DS does not prevent relative displacement when 
joined In other words, there is no mechanical barrier preventing displacement This is 
made folly apparent when considering Fig. 17 of D5. Fig. 17 illustrates how the 
panels of D5 are to be laid Here it is to be noted that panel 1*' miflj be displaced in 
the direction of the joint edge of panel 1\ i.e. in the direction of arrow 66, for the 
panels to be laid. The only aspect of foe joint which may make displacement difficult 
is friction. Nevertheless, friction can be overcome provided that foe applied forces are 
great enough. Claim 1 of foe opposed patent is not restricted to any forces. Thus, foe 
joined panels of D5 will be displaceable if foe applied forces are great enough. 

38. In terms of inventive step, it is firstly to be noted that the skilled person in foe field of 
floor panels is aware that conventional glued tongue-and-groove panels can be 
displaced in foe direction of foe joint edges during assembly. Thus, foe 1 "mental 

• platform" to which foe Patentee refers in § 6. 5 3 is tho normal platform for foe skilled 
person in this field. 

39. The only technical difference between DS and claim 1 of foe opposed patent is the 
aspect of play. The question to be asked is therefore: what advantage can foe 
provision of increased play between foe locking surfaces provide? hi foe opposed 
patent, play is essential to allow the panels to be separated without damage. This 
problem is not encountered in D5 because of foe angled locking surfaces. Thus, the 
only possible advantage that foe play aspect of the embodiments of foe contested 
patent can offer over DS is the one of facilitating laying due to foe reduced friction in 
the joint Accordingly, foe objective problem to be solved when starting from DS is to 
provide floor panels which ftdlitate laying by permitting foe panels to be displaced 
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along the joint while at the same time maintainin g the advantages of non-adhesive 
joining. The obvious solution to this problem Is to provide/increase the play between 
the panels. Hence, the skilled person would arrive at the subject-matter of claiml 
without the exercise of inventive activity. 



40. Under § 6.6, document D6 (QB 2 256 023) is discussed. The comment in § 6.6.2 is 
irrelevant since the claims of the Vaiinge patent relate to building panels and are not 
restricted to only floor panels. 



41. Under § 6,6.5 (1), it is to be noted thai line 9 ofpage 2 of D6 does not mention the 
word 'Targe"! Claim 1 of the opposed patent does not place any numerical value on 
the amount of play. Thus, in terms of the subject-matter of claim I, there is no 
difference in the play between the claim and D6. This conclusion would appear to be 
shared by the Opposition Division in § 3.4.2 of its provisional opinions. 

42. There is no physical barrier to prevent mutual displacement of the panels of D6 along 
the joint edges. Thus, for the same reasons as given in paragraph 37 above in relation 
to D5, feature (g) of claim 1 is disclosed in D6 and the Patentee's assertion in § 
6.6.5(3) is without merit, 

43. Under § 6.6.6 there are fundamental flaws in the argumentation. Firstly, D6 
specifically refers to the field of flooring (page 7, last sentence). Hence, D6 does not 
belong to a remote technical field. Secondly, the intended purpose of the play is 
irrelevant. All that needs to be established is whether the play of D6 will permit 
mutual displacement of the panels along the joint edge. If the answer is yes (and it 
1st), then the feet that the prhflgiy intention of the play may to allow the panels to 
accommodate humidity variations is wholly irrelevant 

44. The Opponent's comments relating to D6 apply to t|io discussion of D7 (QB 1 430 
423) under § 6.7. hi addition, tt is to be noted Oat under § 6.7.2, the Patentee points 
out that the D7 locking is accomplished by horizontal movement, not angling. 
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However, claim 1 of the opposed patent does not require angling for locking. Note 
also that the Patentee's observations under § 6.7*5 concerning the orientation of the 
panels are nonsense. D7 discloses a particular joint; the orientation of the panels to 
which the joint is associated is irrelevant 

45. With reference to § 6.7.4, why can the joining system of D7 not be disassembled by 
angling? In this respect, reference can be made to page 2, lines 26 to 35, from which it 
is apparent that some angular deformation (i.o. angling) takes place. Furthermore, it 
would seem from page 3, lines 10 to 15, that there is sufficient play to allow mutual 
displacement of the joined panels in the direction of the joint 

46. Since document D42 (US 2 740 167) was cited by Kronotex, the present Opponent 
does not intend to comment at this time on the Patentee's statements under § 6.8. 

47. With reference to § 63, it is to be noted that the drawings of D38 (DE 33 43 601) are 
schematic, ie, they are not engineering drawings. The Patentee's Enclosure 5 is a 
direct reproduction of Pig. 1 of D38. Perversely, the Patentee would seem to indicate 
that he is aware that one cannot take dimensions from schematic representations (see 
§ 6.6.5(1)), yet this is exactly what he is doing here! Furthermore, it is to be noted that 
D38 clearly discloses the step of angling down the panel (see page 9, first paragraph). 

New Prior Art 

48. The present Opponent has recently become fkmiliar with US-A-2 430 200 (enclosed). 
This document discloses a lock joint for use in flooring (see e,g. column 1, lines 10 to 
16). From Figs. 1 and 2, it is apparent that a play exists between a4jaccnt panels along 
the joint edge. This implies that the adjacent panels when joined together can occupy 
a relative position where a play exists between the locking groove 13 of one panel 1 
and the looking surffece 15 on the locking element 7 of the other panel 2. Furthermore, 
it is apparent that the joint allows mutual displacement of the panels in the direction 
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of the joint edges (the Figs. 4 and 5 embodiment being optionally provided to prevent 
such displacement). 

49. Thus, to the extent that the Patentee urges that claim I of the opposed patent also 
relates to panels with strips foimed in one piece with the core, US-A-2 430 200 
deprives the subject-matter at least claim 1 of novelty. 



Section 7: Unilin's opposition grounds under Article 100(b) and (c) 

50. With reference to § 7.1, as well as § 3.2 and 3.3 of the Opposition Division's 
provisional opinions, in order for the requirements of Article 83 to be met, there must 
be an enabling disclosure. The skilled person, when reading the application as filed, is 
informed that the claimed invention shall be suitable for very thin flnnrg i.e. about 3 
mm (page 4, lines 3 to 20). He is also informed that it is an object of the invention to 
make it possible between thin floor panels to provide a joint that eliminates any 
unevennesses in the joint because of thickness tolerances of the panels (page 5, lines 

3 1 to 33). From page 14, lines 23 to 37, the skilled person is taught that this latter 
object is achieved by allowing the entire joint to rest on the strip 6. This is repeated on 
page 17, lines 19 to 23. Starting on page 17, line 36, the guljr embodiment of a panel 
with an integrally formed strip is described. Starting on page 18, line 4, the skilled 
person is unambiguously informed that the strip panel is provided with a separate strip 
74. Starting line 9, he is further informed that the strip is provided cither directly on 
the rear side or in a recess. He is taught that the purpose of this is to ensure that the 
distance from the front side of the floor to the rear side, including the thickness of the 
strip 74 is always at least equal to the corresponding distance in the panel having the 
greatest thickness tolerance (page 18, lines 11 to 15), i.e. to eliminate unevenness. 

5 1 . The sentence "Alternatively* the strip 6 may be integrally formed with the strip panel 
1 " to which the Opposition Division refers in § 3.2 of the provisional opinions is not 
a technical teaching upon which support for the omission of the additional strip 74 can 
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be based Instead, it is merely the expression of a wish. A claim must contain mare 
than a wish - it must include those technical features which are needed to realize that 
wish (see Snlc 29(1) EPC). 

52. An amendment (In this case die addition of claim 14 during prosecution) is only 
allowable if the subject-matter of the amendment is directly andunatobiguously 
derivable from the application as filed. From § 50 above, it is apparent that the only 
direct and unambiguous teaching with which the skilled person is presented when 
reading the application as filed is dial a strip paw 

must be provided with a separate atrip 74. 

53. In view of die above, it follows that the subject-matter of claim 14 constitutes an 
unallowable generalization of the only embodiment showing an integrally formed 
strip. As such, the addition of claim 14 during examination infringes Article 123(2) 
EPC. 

Section 8: Comments on the documents cited against the dependent claims 

54. Until die Patentee specifically addresses the objections raised in the Notice of 
Opposition, the Opponent does not intend to discuss the dependent claims. 

Section 9: Requests 

55. The request of the Opponent latitat the patent be revoked in its entirety. 



On behalf of the Opponent 




European Patent Attorney 
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